)l ^ N1TED States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspio.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/698,029 


10/31/2003 


Wassim Haddad 


1509-470 


7140 



22879 7590 09/10/2007 

HEWLETT PACKARD COMPANY 
P O BOX 272400, 3404 E. HARMONY ROAD 
INTELLECTUAL PROPERTY ADMINISTRATION 
FORT COLLINS, CO 80527-2400 



EXAMINER 



HSUALPUS 



ART UNIT 



2616 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



09/10/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/698,029 


Applicant(s) 

HADDAD ET AL. 


Examiner 

Alpus H. Hsu 


Art Unit 

2616 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
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1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 26 and 27 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 26 and 27 are directed to a memory storing a computer program, which do not fall 
into any category of the statutory subject matter. 

4. Claims 24 and 25 are objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. 

Claims 24 and 25 are directed to a communication system which depend on claim 12, 
which is directed to a server, and therefore fail to further limit the subject matter of a previous 
claim since the server is included within the communication system. 

5. Claims 1 1-25 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 11, line 1, "said second database", claim 23, line 2, "said database", each lacks 
antecedent basis. 

In claims 24 and 25, it is unclear as to what is intended to be the claimed limitation by 
reciting "the foreign server comprising a server as claimed in claim 12". 
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In claim 25, line 3, "the server" has no clear antecedent. 

In addition, Claims 12-23 are rejected as vague and indefinite since each claim recites 
only a single means (a server) and thus encompasses all possible means for performing a desired 
function. See Ex parte Bullock, 1907 CD. 93; 127 O.G. 1580. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-3, 6, 7, 9, 12-14, 16, 18-22, 24-27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by BORELLA et al. in U.S. Patent No. 6,816,912 Bl, hereinafter referred to as 
BORELLA. 

Referring to claims 1-3,6, 7, 9, 12-14, 16, 18-22, 24-27, BORELLA discloses a method, 
a server, a system, and a computer readable medium encoded with a computer program, when 
executed by a computer, for managing use of a service by a mobile user in a foreign wireless 
network in which the user registers via a foreign server in the foreign network and the foreign 
server, in response to a request for access to a service by a mobile user, sends to a home server in 
the user's home network, utilizing Session Initiation Protocol (SEP) MESSAGES in accordance 
with the Session Initiation Protocol (see col. 6, lines 10-29, col. 9, line44 to col. 10. line 22, col. 
10, line 33 to col. 11, line 29, col. 11, line 37 to col. 14, line 20, col. 16, line 53 to col. 17, line 
59). 
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8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 4, 5, 8, 10, 11,15, 17 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over BORELLA in view of 0"NEILL et al. in U.S. Patent No. 6,970,445 B2, 
hereinafter referred to as O'NEILL. 

Referring to claims 4, 5, 8, 10, 1 1, 15, 17 and 23, BORELLA differs from the claims, in 
that, it does not disclose the feature of utilizing databases for storing user profiles and access 
authorization information, which is well known in the art and commonly used in wireless 
communications field for network security purpose. 

O'NEILL, for example, from the similar field of endeavor, teaches the use of plural 
databases for storing user profiles and access authorization information (see col. 6, line 62 to col. 
7, line 49), which can be easily adopted by one of ordinary skill in the art into the method, 
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server, system, and computer readable medium, to provide network security to further improve 
the system integrity and reliability. 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Dantu et al. '033, '913, '863 & '925, Requena, Tsirtsis et al., Cambell et al., and 
Westman are all cited to show the common feature of wireless network utilizing Session 
Initiation Protocol (SIP) MESSAGES in accordance with the Session Initiation Protocol similar 
to the claimed invention. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alpus H. Hsu whose telephone number is (571)272-3146. The 
examiner can normally be reached on M-F (5:30-3:00) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wellington Chin can be reached on (571)272-3134. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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